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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, 
and the fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the 
previous Office action has been withdrawn pursuant to 37 CFR 1 .1 14. 
Applicant's submission filed on 1 1 February 2008 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1 , 8, and 12 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claim 1, 3, 8, 11, 12, and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Otsuka et al. (US 6,700,674) in view of Lytle et al. (US 
6,993,563). 
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5. Regarding Claim 1 , Otsuka et al teaches a facsimile apparatus 
comprising: a communication section which performs image data communication 
(Fig. 5, LAN controller 37) by transmitting a mail indicating image data via a mail 
transmission system (sending a facsimile transmission as email) (col. 12, lines 
22-39); a section which writes an important mail flag when the user requests 
transmission of the image data (Fig. 6, mail flag 1 3g) (col. 1 1 , lines 57-58); a 
printer (Fig. 5, printer 26) (col. 1 1 , lines 15-30); a determining section (Fig. 6, 
communication result memory) which, if a delivery confirmation mail, which 
notifies whether delivery of the mail has succeeded or failed, has arrived, 
determines whether failure or a delivery success of the mail transmitted from the 
communication section (system returns an e-mail indicating non-delivery) (col. 
18, lines 23-32), wherein the delivery confirmation mail includes the important 
mail flag if the important mail flag is written in the mail transmitted by the 
communication section (mail flag 13g is turned ON) (col. 17, lines 8-32); a control 
section which causes the printer to print an image based on the delivery 
confirmation mail if at least one of: (i) the important mail flag is included in the 
delivery confirmation mail and (ii) the determining section has determined that 
the delivery confirmation mail notifies the delivery failure (system returns an e- 
mail indicating non-delivery) (col. 17, lines 23-32), and which causes the printer 
not to print an image based on the delivery confirmation mail if both: (i) the 
important mail flag is not included in the delivery confirmation mail (Fig. 12, 
S410) (mail flag 13g is OFF) and (ii) determining section has determined that the 
delivery confirmation notifies the delivery success (no confirmation is made 
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concerning the presence or absence of mail indicating delivery) (col. 18, lines 23- 
32). 

Otsuka et al fails to teach a facsimile apparatus wherein the section which 
writes the important mail flag in the mail is user operable to designate the mail as 
important when the user designates the mail as important via the user operable 
section. 

Lytle et al teaches a facsimile apparatus wherein the section which writes 
the important mail flag in the mail is user operable to designate the mail as 
important when the user designates the mail as important via the user operable 
section (Figs. 21 and 28, Importance) (user designs a custom form and user may 
add "Importance" 2130, from the list to the custom form) (col. 28, lines 56-67, col. 
29, lines 1-3). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Otsuka with the 
teaching of Lytle to let the user determine the importance of the e-mail to be sent, 
to notify the recipient of the e-mail of it's importance and whether the e-mail 
needs any follow up action. 

6. Regarding Claim 3, Otsuka et al teaches a facsimile apparatus, wherein 
the mail transmitted by the communication section comprises an e-mail, to which 
the image data attached as an attachment file, based on an e-mail protocol 
(format conversion of the image data into an e-mail format) (col. 12, lines 22-39). 

7. Regarding Claim 8, Otsuka et al teaches a method of controlling a 
facsimile apparatus, wherein the facsimile includes; a printer (Fig. 5, printer 26) 
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(col. 11, lines 15-30), a communication section (Fig. 5, LAN controller 37) which 
performs image data communication, by transmitting a mail indicating image data 
via a mail transmission system (sending a facsimile transmission as email) (col. 
12, lines 22-39), and a section which writes an important mail flag in the mail 
when the user requests transmission of the image data (Fig. 6, mail flag 13g) 
(col. 11, lines 57-58), the method comprising: determining, if a delivery 
confirmation mail, which notifies whether delivery of the mail has succeeded or 
failed, has arrived, whether the delivery confirmation mail notifies a delivery 
failure or a delivery success of the mail transmitted from the communication 
section (system returns an e-mail indicating non-delivery) (col. 18, lines 23-32), 
wherein the delivery confirmation mail includes the important mail flag if the 
important mail flag is written in the mail transmitted by the communication section 
(mail flag 13g is turned ON) (col. 17, lines 8-32); and causing the printer to print 
an image based on the delivery confirmation mail if at least one of: (i) the 
important mail flag is included in the delivery confirmation mail and (ii) it has been 
determined that the delivery confirmation mail notifies the delivery failure (system 
returns an e-mail indicating non-delivery) (col. 18, lines 23-32), and causing the 
printer not to print an image based on the delivery confirmation mail if both: (i) the 
important mail flag is not included in the delivery confirmation mail (Fig. 12, 
S410) (mail flag 13g is OFF) and (ii) it has been determined that the delivery 
confirmation notifies the delivery success (no confirmation is made concerning 
the presence or absence of mail indicating delivery) (col. 18, lines 23-32). 
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Otsuka et al fails to teach a method wherein the section which writes the 
important mail flag in the mail is user operable to designate the mail as important 
when the user designates the mail as important via the user operable section. 

Lytle et al teaches a method wherein the section which writes the 
important mail flag in the mail is user operable to designate the mail as important 
when the user designates the mail as important via the user operable section 
(Figs. 21 and 28, Importance) (user designs a custom form and user may add 
"Importance" 2130, from the list to the custom form) (col. 28, lines 56-67, col. 29, 
lines 1-3). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Otsuka with the 
teaching of Lytle to let the user determine the importance of the e-mail to be sent, 
to notify the recipient of the e-mail of it's importance and whether the e-mail 
needs any follow up action. 

8. Regarding Claim 1 1 , Otsuka et al teaches a method, wherein the mail 
transmitted by the communication section comprises an e-mail, to which the 
image data attached as an attachment file, based on an e-mail protocol (format 
conversion of the image data into an e-mail format) (col. 12, lines 22-39). 

9. Regarding Claim 12, Otsuka et al teaches a facsimile apparatus 
comprising: communication means (Fig. 5, LAN controller 37) for performing 
image data communication by transmitting a mail indicating image data via a mail 
transmission system (sending a facsimile transmission as email) (col. 12, lines 
22-39); means for writing an important mail flag in the mail when the user 
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requests transmission of the image data (Fig. 6, mail flag 13g) (col. 11, lines 57- 
58); means for printing an image (Fig. 5, printer 26) (col. 1 1 , lines 1 5-30); means 
for determining, if a delivery confirmation mail, which notifies whether delivery of 
the mail has succeeded or failed, has arrived, whether the delivery confirmation 
mail notifies of a delivery failure or a delivery success of the mail transmitted by 
the communication means (system returns an e-mail indicating non-delivery) (col. 
18, lines 23-32), wherein the delivery confirmation mail includes the important 
mail flag if the important mail flag is written in the mail transmitted by the 
communication means (mail flag 13g is turned ON) (col. 17, lines 8-32); means 
for controlling the printing means to print an image based on the delivery 
confirmation mail if at least one of: (i) the important mail flag is included in the 
delivery confirmation mail and (ii) the determining means has determined that the 
delivery confirmation mail notifies the delivery failure (system returns an e-mail 
indicating non-delivery) (col. 18, lines 23-32), and for controlling the printing 
means not to print an image based on the delivery confirmation mail if both: (i) 
the important mail flag is not included in the delivery confirmation mail (Fig. 12, 
S41 0) (mail flag 1 3g is OFF) and (ii) the determining means has determined that 
the delivery confirmation notifies the delivery success (no confirmation is made 
concerning the presence or absence of mail indicating delivery) (col. 18, lines 23- 
32). 

Otsuka et al fails to teach a facsimile apparatus wherein the section which 
writes the important mail flag in the mail is user operable to designate the mail as 
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important when the user designates the mail as important via the user operable 
section. 

Lytle et al teaches a facsimile apparatus wherein the section which writes 
the important mail flag in the mail is user operable to designate the mail as 
important when the user designates the mail as important via the user operable 
section (Figs. 21 and 28, Importance) (user designs a custom form and user may 
add "Importance" 2130, from the list to the custom form) (col. 28, lines 56-67, col. 
29, lines 1-3). 

Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have combined the teachings of Otsuka with the 
teaching of Lytle to let the user determine the importance of the e-mail to be sent, 
to notify the recipient of the e-mail of it's importance and whether the e-mail 
needs any follow up action. 

10. Regarding Claim 14, Otsuka et al teaches a facsimile apparatus, wherein 
the mail transmitted by the communication means comprises an e-mail, to which 
the image data attached as an attachment file, based on an e-mail protocol 
(format conversion of the image data into an e-mail format) (col. 12, lines 22-39). 



Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Lytle et al. (US 6,549,950) discloses in an electronic mail system 
environment, a system and method for automatically checking recipients' names, 
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providing message flags, providing message flags, providing custom forms, and 
providing an autoresponse feature. 

Carlson et al. (US 7,010,606) discloses an electronic mails mail system 
environment, a system and method for automatically checking recipients' names, 
providing message flags, providing message flags, providing custom forms, and 
providing an autoresponse feature. 



Contact Information 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to SATWANT K. SINGH whose telephone 
number is (571 )272-7468. The examiner can normally be reached on Monday 
thru Friday 8am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, David K. Moore can be reached on (571) 272-7437. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
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Satwant K. Singh 
Examiner 
Art Unit 2625 
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/David K Moore/ 

Supervisory Patent Examiner, Art Unit 2625 



